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R E M A RKS 

Applicants thank the Examiner for the thorough exam i ioj gh 1 he present 
application. 

Claims 7-9, 11-12, and 15 are pending in the above-idem? tied application. Support for 
i <. tec ti v »v u c v v 

is h claim 10, As sucK darn >j > .J J \ o <, \ 5 

hiiS X S C' \ i" h v 1 Ik vJ v 

hi view of the following remarks. Applicants i k\|«kv» tiu i o 1 \ 

g clan is 

Issues under 35 " . ^ __ _ .."s; paragraph 

Claims 7-12 and 15 are rejected under 35 U.S.C. § 112, first paragraph, as tailing to 
comply with the written description requirement (page 2 of the ou * i, At vi i 

\ v i <■ l K I IS it, \l 

single pass" in claim 7 lacks support in the present specification. Applicants respectfully 
traverse. 

Claim 7 is amended herein to delete the phrase "in a single pass" Thus, Applicants 
- , j,. - i . v 1 ..,. <j cw tdrawn 

This limitation was added in order to overcome a rejection eased on Kumabe et at. "070 

v ^ 2 v v -i s v v\ V vU OU Ot 

occurs at 180°C and 0.1-0.15 mrnl-Ig to obtain the desired product as a residue (col. 13, lines 50- 
52). In stark contrast, amended claim 7 recites a higher pressure, 4 to 50 Torr . hi addition, in 
solution having .5.5% or less o , - , . , - „ ■ 

was obtained as a distillate . Therefore, even in the absence of the phrase v 'iu a single pass," 
. .vt.maK vt «. " 
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Lsmes under 35 U.S.C. $ 103 

Claims 7-12 and 15 arc rejected under 3: > b «, > v ij :> v _ , xtcnwbic u\u 
Tafc.a.i '618 (US 2003/0059618) in view of Ryan el al. "297 (US 5,880,297) (pages 2-5 of the 
, st: ction). Applicants resj e . N as erse and reconsideration and 

1 ! ire res pe zq nested. 



:aUv./A^ 

M s I' 2141 s i o v. _ v. ; v v v u t 

: into account the factual inquiries set forth in Graham v. John Deere, 383 U.S. 1, 17. 148 
' 459, 467 (1966), which has provided the controlling framework for an obviousness 
;is. \ actors are: 

fa) v o % p 

(b) s v. \ - . 

(c) resolving the level of ordinary skill in the pertinent art; and 

(d) <n , . uv w . v 

m v. John Deere. 383 U.S. 1, 17, 148 USPQ 459, 467 (1966). 

Second, the Bxam.in.ei last provide some rationale fo dv s \ 

>eis forth some rationales that were established in the recent dec is n kS!< 
Teleilex Inc., 82 USPQ2d 1385 (U.S. 2007). 

- ... eP < o\s v cued pror 
order to establish & prima facie case of obviousness, n MPEP 2:43.03. 



In the present invention, the high-molecuiar-weighi components are removed by distilling 
be post-reaction solution with a wiped film evaporator at a heating temperature ranging from 
180 to 350°C and at a pressure of 4 to 50 Terr. As the Examiner admits, Takai '618 fails to 
liselose this element. As such, the Examiner relies on Ryan el al. '297 to overcome this 
tendency. However, Ryan et al. '297 do not disclose s w \< 

ilni evaporator at a temperature of 180 to 350°C nor a pressure of 4 to 50 Torr. 
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Moreover, in the present invention, aiicyciic c y purified 

according > he process oo p< d « oi a o which s 60 

or less. On the other band. Ryan et al. '297 do not disclose nor suggest thai a color hue of the 
aiicyciic epoxy compound is reduced by the process. Therefore, the wiped film evaporator oi' 
hA ~ 1\ kai '0I8. 

\- v issed above, the cite c 1 
rationale that would allow one of ordinary skill in the art to arrive at the present invention as 
o v , -> s„ Vi ^ai, \ 

<• OV v ' v V. 

> >ir IKttenlui)! 

Tla fcxanun „o " > N >o a . . ec cham erev ^<< . e \ ^> 

oifh > ovei claim 20 of eo-pending Application No 1 792,782 5 ? > 

oiststandsi x c \ 

Applicants note that tht u t v ( e he til in 

of the '782 Application. As such, if a provisional obviousness-type double patenting rejection is 
the v vp » v i \andner should withdraw the obviousness-type double 

,s v v ->e p 

* v.on to issue without need of a terminal c >. \ 
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( ONC USfOA 



A full and complete response has been made to all Issues as cited in the Office Action. 
Applicants respectfully request that a timely Notice of Allowance issue for the present case 

h of cla ms 7 9, 11-12 and 
provisions of title 35 of the United States Code. 

Should there be a ^ . lhs that need to be resolved in the present 

application, the Examiner is respectfully requested to contact Chad M Rink, Reg. No. 58,258 at 
teiepho nu nx u d below to conduct an i erviev o exp« 

n v v \ k ^ ^ >^ ,v.at.on. 

If necessary, the Commissioner is hereby authorized in this, concurrent, and fcture replies 
v ed ! ! \ 3 lent o Depos \ccoant Nc 
fees required under 37 C.F.R. §§ 1.16 or 1.17; particularly, extension of time fees. 



Dated: 



JAN 18 IW 



Respc v 




Marc S. Werner 

Registration No.: 32,181 

BIRCH, STEWART, KOLASCB & BIRCH, 

811.0 Gatehouse Road 

Suite 1 00 East 

P.O. Box 747 

Falls Church. Virginia 22040-0747 
(703) 205-8000 
Attorney for Applicants 
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